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Remarks 

Claims 1 to 26 are pending. Claims 18 and 22; and withdrawn claim 13 are canceled. 
Claims 1 to 15 and 23 to 26 have been withdrawn from consideration. Claims 16, 19, and 21; and 
withdrawn claims 8 and 14 aie amended. 

Support for the amendments to claim 16 can be foimd at» e.g., page 4, lines 24-27; page 10, 
lines 7-11; and claims 1 S and 22, 

Support for the amendment to claim 1 9 can be found in claims 1 8 and 19, as originally 
presented. 

Support for the amendm^t to claim 21 can be found in claims 16-18 and 21-22, as 
originally presented. 

Support for the amendments to withdrawn claim 8 can be found at, e.g., page 4, lines 24-27; 
page lOj lines 7-1 1; and in claims 8 and 13, as originally presented. 

Support for the am«dment to withdrawn claim 14 ca^n be found in claims 8> 13, and 14, as 
originally presented. 

Restriction Requirement 

Claims 1-26 were restricted under 35 USC § 121 as follows: 

I. Claims 1-7 are said to be drawn to use of a mmeral oil, classified in Class none, 
subclass none; 

n. Claims 8-15 are said to be drawn to a method, classified in Class 264, subclass 139; 
EL Claims 16-22 are said to be drawn to a composition, classified in Class 524, 
subclass 275; and 

IV. Claims 23-26 are said to be drawn to a method, classified in Class 524, subclass 

276. 
Election 

During a telephone conversation with Examiner Rajguru OD October 15, 2002, a provisional 
election was made with traverse to elect Group DI. Applicants aflSim their election of Group HI, 
with traverse. 
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Recon^deration and withdrawal or modification of the restriction requiieinent is 
respectfully requested. 

In GroiQ) I, Applicants broadly clakn the use of mineral oil in a fluoioela$tomer 
con^sition. In Group n, Applicants broadly claim a method of making a fluoroelastomer article 
comprising a fluoroelastomer and a mineral oil In Group ID, Applicants broadly claim a 
composition comprising of a fluoroelastomer and amincral oil. In Group IVj Applicants broadly 
claim amefliod of making a fluoroelastomer composition comprising a fluoroelastomer and a 
mineral oil. 

The Restriction Requirement (Paper No, 2) in Paragraph 1 states: 

- Inventions I and III are related as mutually exclusive species in an intermediate-fmal 
product relationship, and the intermediate product is deemed useful to make other than the final 
product. 

- Inventions U and III are related as product and process of use, and the method claimed can 
be practiced with another materially different product. 

- Inventions HI and IV are related as process of making and product made, and the process 
as claimed can be used to make a matorially different product. 

Applicants submit that the Groups I - IV cJ airas are so inteuelated tibiat a search of one 
group of claims will reveal art to the other. Moreover, the classification of Groups I - IV claims in 
differmt classes and subclasses is not sufficient grounds to require restriction. 

Were restriction to be effected among the claims in Groups I - IV a separate examination of 
the claims in Groups I - IV would require substantial duplication of work on the part of the U.S, 
Patent and Trademark Office. Even though some additional consideration may be necessary, the 
scope of analysis of novelty of all the claims of Groups I - IV would have to be as rigorous as when 
only the claims of Group HI were being considered by themselves. Clearly, this duplication of 
effort would not be warranted where these claims of different categories ace 50 interrelated. 
Further, Applicants submit tiiat for restriction to be effected among the claims in Groups I - IV, it 
would place an undue burden by requiring payment of a separate filing fee for examination of the 
nonelected claims, as well as the added costs associated with prosecuting multiple applications and 
maintaining multiple patents. 
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37CJ,R. IJSfcl 

Claims 21 and 22 stand objected to under 37 C J,IL 1 .75(c) as being in improp^ form. 
Claim 22 has been canceled and cl^m 21 is amended. Applicants believe that the objection 
has been overcome and should be withdrawn. 

8 103 Rejections 

Claims 16-20 stand rejected under 35 USC § 103(a) as purportedly being unpatentable over 
Dawes ct al. (U.S. 4,485,062). 

The present invention provides a ilaoroelastomer composition. The fluoroelastomer 
composition comprises a fluoroelastomer blended with a mineral oil. The composition 
comprises vegetable wax in an amoimt of less than 2 parts by weight per 100 parts by weight of 
fluoroelastomer. (See, claim 16, as amended.) 

According to the Patent Office, Dawes describes a process for extruding polymers. The 
Patent Office (citing col. 5, lines 15, and 28-32) further asserts that Dawes describes mineral oils 
incorporated into the polymers. (See, Paper No, 2, paragraph 5^ emphasis added) 

Applicants respectfully traverse this characterisation of Dawes. Apphcants submit that 
Dawes describes fonnuig a sheath of a low viscosity hquid on a molten polymeric core material. 
(See, col. 1, lines 48-64.) Dawes further describes removing the sheath material from the 
extrudate. Dawes also describes leaving the sheath matmal on the extrudate where, e.g., the 
sheath material and the core material are substantially the same. (See, col. 5, line 42 - col. 6, line 
2.) Thus, Dawes does not describe, teach or suggest blendim a mineral oil with a 
fluoroelastomer, as required in the presemt invention. 

For at least this reason, the rejection of claim 16 under 35 USC § 103(a) as puiportedly 
being unpateartable ovsr Dawes et al. has been ovwcome and should be withdrawn. 

Claims 17, 19, and 20 each add additional features to claim 16. Claim 16 is patentable for 
the reasons given above. Thus» fliese claims likewise are patentable. Claim 18 has been canceled 

In summary, the rejection of claims 16-20 under 35 USC § 103(a) as purportedly being 
unpatentable over Dawes et al. has been overcome and should be withdrawn. 
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S 102 Rejections 

Claims 16-20 stand rejected under 35 USC § 102(b) as puiportedly being anticipated by 
Dawes etaI.(U.S, 4,485,062). 

As discussed above^^ Dawes does not describe, teach or suggest blending a mineral oil with 
a fluorpelastomer, as required in the present invention. Thus, Dawes does not describe all of the 
elements of the present invention. 

For at least this reason, the rejection of claim 16 under 35 USC § 102(b) as purportedly 
being anticipated by Dawes et al has been overcome and should be withdrawn. 

Claims 17, 19, and 20 each add additional features to claim 16. Claim 16 is patentable for 
the reasons given above. Thus, claims 17, 19 and 20 are likewise patentable. Claim 18 has been 
canceled. 

In summary, the rejection of claims 16-20 under 35 USC § 102(b) as purportedly being 
unpatentable over Dawes et al has been overcome and should be withdrawn 

Claim 21 was not treated on the merits in the present Office Action. (See, Paper No. 2, 
paragraph 3.) Claim 21 has been amended to overcome the objection under 37 C.F.R. 1.75(c). 
Claim 21 adds additional features to claim 16. Claim 16 is patentable for the reasons given above. 
Thus, claim 21 is likewise patOTtable. 

In view of the above, it is submitted that the application is in condition for allowance. 
Reconsideration of the ^plication and rejoinder of the restricted claims are respectfully requested. 

Allowance of the pending claims, as amended, at an early date is solicited. 



Respectfully submitted, 



By: 



Date 



DeanM. Harts, Reg. No.; 47,634 
Telephone No.: (651) 737-2325 



office of InteUecma] Froperty Counsel 
3M Innovative Properties Coo^any 
Facsimile No.: 6S1-736.3833 



DMaTMS/spg 



Receive(lfroin<651S751293>at10f14l039:32:25 AM [Eastern Daylight Time] 



